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Dear Sir. 



Please consider Appellaat's appeal brief as foUov^s. 
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1 . REAL PARTY IN INTEREST 



The real party in imeresi is Assignee General Motors Corporation, a 
coiporarion having an o£5ce and a place of business at 300 Renaissance Center, 
Detroit, Michigan. 48265-3000. 
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2. RELATED APPEALS AND INTERFERENCES 



Appellants and the undersigned attorneys are not aware of any appeals or my 
interterences which will directly affect or be directly affected by or have a bearing aa 
the Board's decisicm in die pending appeal. 
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3. STATUS OF CLAIMS 

Claims 1-8. 1 1-17, and 1 9-20 were rgected under 35 U.S.C. §103(8} a$ 
unpatentable over United States Patent Application Publication 2003/020SS22 to 
McDonnell in view of United States Patent Application Pubiicaiion 2003/0139179 to 
Fuchs. 

Claims 9 and 1 8 were rejected under 3S U.S.C. §l03(a) as unpatentable over 
McDonnell in view of Fudis in view of United States Patent 6,006,091 to Lupen. 
Claims 1-20 are die claims on appeal. See, Appendix. 
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4. STATUS OF AMENDMENTS 



All amendments have been enured. 
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5. SUMMARY OF CLAIMED SUBJECT MATTER 

In This summaiy of claimed subject mairer, all ciiarions aie to the specification 
of United States Patent Application 10/767,237. further, all citations are illustrative 
only and support for the cited element may be found elsewhere in the specification. 

One aspect of the invention provides a method for wireless network data 
collection utilizing a telemaocs unit 120 within a mobile vehicle communication 
system 100. The method includes detecting 320. at a vehicle sy^em module ^9Q, at 
least one wireless Aort-distance communication nevworic identificaiion signal the 
vehicle system module including software and baidwate components for opemdngi 
controlling or monitoring one or more vehicle systems, and the vehicle system 
module coupled to a vehicle communication bus 122, 212. The method fimber 
includes generating 330 wireless network information based on the at least one 
detected wireless nerwoik identification signals and conmiumcating 340 the gf nerated 
wireless network information to a service provider. See, e.g., page 15, line I throu^ 
page 16, line 20. 

In one embodiment, the invention fimher includes receiving a v^less 
netwoHc information request, and processing The wireless network information request 
to identify the wireless network information upload trigger 234 (s^e, imer alia^ p. 15- 
16). 

Anotiier aspect of the invention provides a computer readable medium for 
operating a telematics unit within a mobile vehicle for wireless network data 
collection utilizing a telematics unit 120 within a mobile vehicle communication 
system 100. The medium includes computer readable code for detecting 320, at a 
vehicle system module 290, at least one wireless short-distance communication 
network identification signal, the vehicle system module including software and 
hardware components for operating, controlUng or monitoring one or more vehicle 
systems^ and the vehicle system module coupled to a vehicle communication t>us 122, 
212. The medium fimher includes computer readable code for generating 330 
wireless nc^ork information based on the at least one detected wireless network 
identification signals and computer readable code for conmiunicating 340 the 
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genemted wireless network infonnatian to a service provider. See, e.g., page 15, line 
1 through page 16, line 20. 

In one embodiment, the medium iuitber includes computer readable code tor 
receiving a wireless network infonnatiw nrquesi; and computer readable code for 
processing the wireless netwoik infiaonnauon request to identify tiie wireless network 
information upload tri^er 234 (^ee, imer alia^ p. 15-1 6). 

another aspect of the invention provides a system fc^ operating a 
telematics unit wiibin a mobile vehicle for wireless netwoik data collection utilizing a 
telematics unit 120 widiin a mobile vehicle communication system 100. The system 
includes means for detecting 320, at a vehicle system module 290, at least one 
wireless short-distance communication nenvozk identification signal, the vehicle 
system module inclijding soAwan? and hardware components for operating, 
controlling or monitoring one or more vehicle systems, and the vehicle system 
module coupled to a vehicle communication bus 122, 212. The system further 
includes means for generating 330 wireless network information based on the at least 
one detected wireless netwoik identification signals and means for communicating 
340 the generated wireless neiwoik information to a service provider. See, e.g., page 
15, line 1 through page 16, line 20. 
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6. GROUNDS OF KEJECTION TO 6£ REVIEWED ON APPEAL 

Claims l-S, 11-17, and 19-20 wererejecred iioderSf U.S.C. §l03(a) as 
WQiatenTable over UmvsA Swes Pstem Applica]J(m PuUicai'um 2003/020852? to 
McDannell in of Unhed States Panoit Application Publieaiion 2003/0130179 to 
Fudis. 

Claims 9 and 18 weie lejecied under 35 U.S.C. §l03(a) as uapstemai^e over 
McDonnell in view of Fuchs in view of United States Patent 6,006.091 to Lnpien. 
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7. ARGUMENTS 

The SlCBfa) re|egtions over ^cDonoell in view of Fuchs 

The rejection of claims 1-8, 1 1-17, and 19-20 under 35 US,C, §103(a} as 
unpatentable over McDonnell in view of Fuchs is travelled. To esmbUsh a prima 
facie case of obviousness^ three basic cnteria roust be roet. First, ihere must be some 
suggescicm or motivation, either in the references Aemselves or In the knowledge 
generally available to one of ordinaiy skill in the art, to modily die le&rence or to 
combine reference teachings. Second, there must be a reasonable e^qiectaiion of 
success. Finally, the prior art refisrence (or re&rences when combined) must teach or 
suggest all the claim limitations. MP£P §2143. 

At a minimum, McDonnell £ails to teach or suggest "^detecting, at a ve^iicle 
system module, at least one wireless short-<iistance communication network 
identification signal, fte vehicle system module including software and hardware 
components for operating, controlling or monitoring one or more vehicle systems, and 
ttie vehicle sysma module coupled to a vehicle communication bus" as claimpd in 
claims 1 , 1 1 and 20. The Examiner correctly i^cogniaes this &ilure, and instead 
relies on Fuchs to teach such a claim limitaticm. 

Regardless of the veracity of the Examiner's recitation of the teachings of 
Fuchs, an obviousness rejection must be predicated on a proper motivation to 
combine. There can be no motivation to combine a method for gathering infbnnaiion 
from short-range wireless portals and an integrated personal communications system 
and method- The rationale to modify or combine the prior art may be expressly or 
impliedly contained in the prior an or it may be reasoned trom knowledge generally 
available to one of ordinary skill in the art, established scientific principles, or legal 
precedent established by prior case law- MPEP §2144, Jn re fine, 837 F.2d 1071 , 5 
USPQ2d 1596 (Fed. Cir- 1988); In rt Jones, 958 F^d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). &^ also In re Kofzab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1317 (Fed. 
Cir. 2000) (setting forth test for implicit t e achings); In re Eli Lilly & Co., 902 F.2d 
943, 14 0SPQ2d 1741 (Fed- Cir, 1990) (discussion of reliance on legal prece4eni); bi 
reNihsen, 851 F.2d 1401, 1403, 7 USPQ2d 1500. 1502 (Fed- Cir. 1988) (inferences 
do not have to explicitly suggest combining teachings); Ex parte Ciapp^ 227 USPQ 
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972 (Bd. Pat, App. & Inter. 1985) (examiner must present convincing line of 
reasoning supporting rejection); and Ex parte Leyengood, 28 USPQ2d 1300 (Bd. Pat. 
App. & biter, 1 993) (reliance on logic and sound scientific reasoning). The 
Examiner properly does not cite to any express or implied teachings in either 
McJDomsell or Fuchs, as neither reference, alone or in c<mibination> |m>vides any such 
teaching. Ilierefore, the Examiner must be anempting to rely on either knowledge 
generally available to one of ordinaiy skill in die art;, established scientific principles^ 
or legal precedent established by prior case law. The Examiner makes tK> citation lo 
any established scientific principles, or precedent established by prior case law, and 
therefore c^n only be relying on knowledge generally available to one of ordinary 
skill in the art 

However, the Examiner provides no evidence of the ordinary skill in the art- 
In a case such as this, where the Examiner is improperly attempting to comb'me 
disparate references, the Examiner's omission of any details regarding the level of 
skill of one in the an is esp^ially telling. The mere fact that references cem be 
combined is not sufficient to esrablish obviousness imder 35 U.S.C, § 103(a), In re 
Mills, 916 F.2d 680 (Fed. Cir. 1990), MPEF §2143.01. 

The cited motivation - ^ integrate the user's wireless device with a 
telematics system for detecting and gathering information from beacons while a user 
is in a vc^cle, because a vehicle vnll allows travel across a wide area for gathering 
information in a short amount of time, and using the same system for in-vehicle and 
perscmal communications'' (p. 3 of the March 14, 2006 office action) - &ils to find 
support in the references. The citation to 1i^l-3 fails. Nowhere in Hfl-S does Fuchs 
teach or suggest the desixabili^ of combining a Sfystem to detect and gadier 
information fi-om beacons with using the same system for personal communications. 
In addition, McDonnell does not teach or suggest the desirabili^ of combining a 
system to detect and gatiier information fixmi beacons with using the same system for 
personal communicati(Mts. Additionalb^, Fuchs does not teach or suggest the 
desirabili^ of using a telenmtics device to detect and gadier information bom 
beacons. 

This is patticularly true in light of McDonnell's failure to denounce its 
teachings as less than perfect, and in fijrdier light of Fuchs' failure to pronounce its 
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lieachings as optimal. Neither McOonnell nor Fucbs leacbes die desiiabiliiy of 
""gadiOTog m&miaiion in » sboit amount of lime." Raiher, McDonnell simply teaches 
the desirability of securing infonnation by airanging for users xo be rewarded for 
successlid emries in a database service system. See, 1|32, McDcmnell. 

Hierefore, McDonnell in view of fucbs cannot render these claims 
unpatentable. 

J\fe §;03(al rejectjons oyer McDftnneH jfn V|ew of Fuchs in fiirthf f yjeff of 
Liipiea 

The SI 03(a) rejection of claims 9 and 18 as unpatentable over McDon(iell in 
view of Fuchs in fimher view of Lupien is Traversed- 

Clahns 9 and 18 each require bodi detecting a wireless netwoiic infon^aiion 
upload trigger, and initiating a wireless network information transmission to the 
service provider responsive to the delected wireless network information upload 
nigger. At most, McDonnell discloses '*collect[ing] information over a perio^ from a 
number of portab and then upload it all ai once to the database system, either via 
PLMN 10 or another network, such as the internet/* See, p8 of McDonnell. 
McDonnell does not teach any trigger, much less detecting a wireless network 
information trigger. Furthermore, Fucbs makes no such teachings. 

Instead, the Examiner relies upon Lnpien for such a teaching. However, there 
is no motivation to combine Lupien with the teachings of either McDonnell or Fucbs. 
The mere fact that references can be combined does not render the combination 
obvious unless die prior art also suggests The desirabiliQ^ of the combination. Jn nr 
MUb, 916 F:2d 680 (Fed. Cir. 1 990), MPEP §2143.01. Merely alleging Aat each 
reference teaches a salutary teaching fiuls to satisfy the E x am in er's burden. 

The motivation to combine references can on^^ come from the references, be 
reasoned from common knowledge in the art, or frcHn legal precedent. "^The level of 
skill in the art cannot be relied t^Kin to provide the suggestion to combine rcfeiences.'' 
MPEP §2143.01. In tiiis case, the Examiner makes no showing that the motivation to 
combine the references comes from die references or that die motivation comps from 
legal precedent. Thus, die Examiner appears to be relying on '^COTimon fajov^ledge in 
the art^ - however, the Examiner makes no showing of what knowledge is common in 
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the art, such as with ofiSciat notice or an Gxaminer*s AfGdavit. As the motivation 
cannot come from the level of skill in die art, ibe Examiner needs to show fhcts, not 
allegations, to support that it is common knowledge in the an to combine these 
references. In view of the Examiner's failure to make such a showing, die §l03(a) 
rejection must fell 

In fact, none of the diree references teach or suggest d^ motivation suggested 
by the Examiner - defining a time at which infoimation contained in the mobile 
terminal is needed by the network (p, 9 of the March 14, 2006 office action). At 
mosi, McDonnell teaches or suggests that the information can either be uploaded 
immediately or at a later time, but not defining the time, or receiving a wiiele^ 
network infoimation request and processing the wireless network information request 
to identify the wireless network information upload trigger as claimed. &tf, 
McDonnell, 

Furthermore, claims 9 and 1 8 depend from claims 8 and 1 1 and are therefore 
patentable tor at least the same reasons as claims 8 and 1 1 . 

Therefore, McDormell in view of Fuchs in view of Lupien cannot render these 
claims unpatentable. 

Appellants request withdrawal of the rejections to claims 1,11, and 20, as well 
as claims 2-4, 6-8, 12-13, and lS-19 depending directly or induectly bom claims 1 or 
U. 

Withdrawal of the rejections to claims 1-20 is requested. 
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SUASMAJtr 

The Anidlants respectfiilly submit that claims 1-20 herein ^ly satisfy die 
requimnems of 33 U.S.C. §§ 102, 103 and 1 12. In view of die foiegoing, favorable 
consid^adon and passage to issue of the present ^licaticm is respectfidly itquesied. 
If any poims remain in issue that may best be resolved dnough a personal or 
telepboftic interview, the Examiner is lespect&Uy requested to contact the 
undersigned at the telephone number listed below. 

Dated: Jalv 10. 2006 Respectfully submitted. 



HITAN S. KAMDAR, ET AL. 



GENERAL MOTORS CORPORATION 
General Motois Legal Staff 



Anthony Luke Simon 
Registration No. 34,434 
Attorney far Appellants 



Mail Code 482-C23'B21 
300 Ren^ssance Center 
P.O. Box 300 




Detroit. MI 58265-3000 
Phone:(313)665-4714 



CARDINAL LAW GROUP 

Suite 2000 



1603 Oirington Avenue 
Evanstcm. Illinois 60201 
Phone: (847)905-7111 
Fax: (847)905-7113 



Attorney for Appellants 
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CUUMS APPENDIX 

1 . A method for wireless network data collection utilizins a telematics 
unit witbin a mobile vehicle commimication system, the method comprising: 

detecting* at a vehicle system module, at least one wireless short- 
distance commimication network identification ^gnal, the vehicle system module 
including software and haithvaie components for operating, controlling or monitoring 
one or more vehicle systems, and the vehicle system module coupled to a vehicle 
communication bus; 

genemiing wireless network information based on the at least one 
detected wireless nerwoik identification signals; and 

communicating the generated wireless network infonnation to ^ 
service provider. 

2. The method of claim 1, wherein detecting the at least one wms^ess 
short-distance communication netwoik identification signal cc^nj^ises: 

receiving at least one wireless short-cUstance communication network 
identification signal; 

deteimining a unique device identifier associated with each received 
wireless short-distance communication network ickntification signal; and 

storing the detennined unique device identifier. 

3. The method of claim 1, wlierein the wireless sbon-distance 
communication network identification signal includes information selecred fit>m the 
group consisting of: an internet protocol address, GPS location, a location 
identification tag, points of interest, venue capacity, venue size, and category. 
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4. Hie method of claim 1, wherein generanng the wireless necwoik 
infonnaxiDn comprises: 

associating a OPS coordinaie widi the detected wireless short-distance 
communication network identification signal; and 

storing the wireless shon-disomce communication network 
identification signal and the associated GPS coordinate. 

5. The method of claim 4, wherein die GPS coordinate is based on the 
location of the telematics unit at the time of recepticHi. 

6. The method of claim 4, wherein the GPS coordinate is included within 
the at least one wireless short-distance communication newoik identification signal, 

7. The method of claim 1, wherein the at least one wireless short-distance 
communication network identification signal is selected fi'om the group consisting of: 
radio frequency identification data, a short message service signal, an IEEE 802.1 1 
standard compliant signal, and a Bluetooth compliant signal. 

8. The method of claim 1, wherein communicating the generated wireless 
network information to a service provider con^nises; 

detecting d wireless network information upload trigger; and 
initiating a wu^less network information transmission to the service 
provider responsive to the detected wireless network information upload trigg^. 

9. The method of cl^ 8, wherein detecting the wireless network 
information upload trigger comprises: 

receiving a wireless network informaiion request; and 
processing die wireless network information request to identic the 
wireless netwoik information upload trigger. 
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10. Hie method of claim 8, limber compming: 

tFanfimining the wireless necwoilc inforniadon to a service provider, 

11. A computer readable medium for operating a telematics unit widun a 
mobile vehicle, compzising: 

computer readable code for detecting, at a vdiicle system module, at 
least one wireless sbor(-distance communication network ideniificaiion signal^ the 
vehicle system module including softwan: and hardware components for operating, 
controlling or monitoring one or more vehicle systems, and the vehicle sysien^ 
module coupled to a vehicle conununicaiion bus; 

computer readable code for generating wiieless network information 
based on the at least one dented wireless network identificaiion signals; and 

compiner readable code for communicating the generated wireless 
network information to a service provider. 

12. The compuier readable medium of claim 1 U wherein die computer 
readable code for detecting at leasi one wireless short-distance communication 
network idemificarion signal comprises: 

computer readable code for processing the received at least one 
wireless short-distance communicarion network identificarion signal; 

computer readable code for determining a unique device identifier 
associated widi each received wireless shore-distance communicancHi network 
identification signal; and 

computer readable code far storing the determined unique device 

identifier. 
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1 3* Tlie computer readable medium of claim 1 1, wherein flie computer 
readable code tor generating wireless netwoik infornmion based on the at lea^ one 
detected wireless network identi£k:ation signals comprises: 

computer readable code for associating a GPS coordinate widi ibe 
detected wireless short-distance communication network identiGcaucm signal; and 

computer readable code for storing Ae wireless short-distance 
communication network identification signal and the associated GPS coordiu^ie. 

14, The computer readable medium of claim 1 U wherein die GPS 
coordinate is based on the location of the telematics unit at the rime of receprion. 

1 5. The computer readable medium of claim 11, wherein the GPS 
coordinate is included witfun the at least one wireless short-distance corrununication 
network idemificaiion signal. 

1 6, The computer readable medltxm of claim 1 1 , wherein the at lea^ one 
wireless short-distance communication network identification signal is selected irom 
the group consisting of: radio frequency identification data ,a short message service 
signal, an 1E££ 802.1 1 standard compliant signal, and a Bbietooth compliant signal* 

17. The computer readable medium of claim 11, whezein the comimter 
readable code for communicating the generated wireless netwoiiL informarion to a 
service provider comprises: 

computer readable code for detecting a wireless network information 
upload trigger; and 

computer readable code for initiating a wireless network information 
transmission to the service provider re^Kmsive to the defected wireless networi^ 
mfcmnation upload trigger. 
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1 g. The computer readable medium of claim 1 1, wbeirm the computer 
readable code for denting ^e nireless necwoik infimnaiian i^load trigger 
comprises: 

computer readable code for processiiig a received wireless network 
infonnation request to identify ifae wireless network infonnation upload trigger. 

19. The computer readable medium of claim 1 1» funber comprising: 
computer readable code for trausmittiag the wireless netwoiiL 

informaoon to a service i^ovider. 

20. A system for pperatiug a telematics unit within a mobile vehicle, the 
system comprising: 

means for detecting, at a vehicle system module, at least one wireless 
sbon-distance communication network idratification signal, the vehicle system 
module including software and hardware components for opeiming, controlli^g or 
monitoring one or more vehicle systems, and flie vehicle system module coupled to a 
vehicle communication bus; 

means for generating wireless netwcvfc information based on the at 
least one detect^ wireless neiworic identification signals; and 
means tor communicating the generated wireless networic information to a service 
provider. 
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Evidence Appendfcc 
None. 



Related Proceedfr iy* AppifpiilH^; 
None. 
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